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DETAILED ACTION 
Information Disclosure Statement 
1 . The information disclosure statement filed 3/3 1/2006 fails to comply with 37 CFR 
1.98(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. Since the PCT/DO/EO/903 
indicates that the search report references are not present, applicant must supply them. It 
has been placed in the application file, but the information referred to therein has not 
been considered. 

1. Claims 10 and 17 provides for the use of a tool, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claims 10 and 17 are rejected under 35 U.S. C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for Qx^^m^lQ Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Application/Control Number: 10/574,204 Page 3 

Art Unit: 4122 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12:The 
following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1- 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point and distinctly claim the subject which 
the applicant regards as the invention. 

Instant claim 1 recites the limitation "the matrix executes a rolling movement between 
the roller and the layer." There is insufficient antecedent basis for this limitation in the 
claim. The limitation in claim 1, "when the pressure roller passes over the surface it 
accompanies its movement and acts..." is unclear. The examiner is unclear as to what "it" 
and "its" is referring to. 

Instant claim 2 recites the limitation "wherein the matrix-forming material..." There is 
insufficient antecedent basis for this limitation in the claim 

Instant claims 2, 4, and 16 recite the limitation "Shore hardness." The type of Shore 
measurement and its' units is not specified in the instant specification. 

The meets and bounds of instant claims 4, 5 and 16 are indeterminate because it is 
unclear if the limitation after "preferably" is required or not. For the purpose of 
examination against the prior art "preferably" is interpreted as being optional. 
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Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

4. Claims 1, 6, 7, 9, 10, 11, 12, and 14 are rejected under 35 U.S.C. 102(b) as being 
unpatentable over Okubo et al. (5480596) 

Regarding instant claims 1, 6, 7, and 10 Okubo et al. discloses an apparatus and 
method for producing a micro structured optical recording medium using the apparatus. 
The device comprises a roll stamper with an elastomer layer of predetermined hardness. 
Figure 2 shows a roll stamper (3) matrix (7) with a negative of the microstructure to be 
generated, a pressure roller (4) drivable over a surface for pressing the matrix onto the 
surface. The pressure roller and matrix are arranged so that when the roller passes over 
the surface the matrix executes a rolling movement between the roller and layer, so that 
the negative of the matrix faces towards the surface. An ultraviolet lamp (13) for 
accelerating the curing of a curable material is arranged so that when the pressure roller 
passes over the surface it (the pressure roller) accompanies its (the curable material) 
movement and acts on a part of the surface. 

Regarding instant claims 9 and 14, Figure 1 shows a device (1 1) for applying the 
curable material to the matrix. Regarding instant claim 11, Okubo discloses a process for 
producing a micro structured surface including a resin layer a micro structured pattern 
that is to be transferred to the layer and a roll stamper (3) (Column 3, lines 17-24). 
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Regarding instant claim 12, the method disclosed by Okubo comprises a means for 
curing the resin layer (Column 3, lines 43-46). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Flohr-Schmitt (DE 19613383). 

The examiner received an oral translation of DE 19613383. A written translation has 
been requested. 

The invention relates to a casting stamp and method for applying microstmctures 
on an article. Figure 1 shows a matrix with a negative of the micro structured surface (16) 
and a pressure roller (12). (Column 6, Example 4). The pressure roller and matrix are 
arranged so that the when the roller passes over the surface the matrix executes a rolling 
movement between the roller and surface. The negative of the matrix is facing towards 
the surface (10). The invention makes it possible to microstructure planar surfaces as 
well as three dimensional surfaces (Column 2 lines 21-25). Regarding instant claims 1, 
6, 7, and 8, a UV lamp is used to cure the material (Column 3 lines 39-59). Figure 4 
shows a transparent die (36) with a transmission window in the UV-IR range (Column 7, 
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Example 6) above an irritation hardening material that is to be cured through irradiation 
of the matrix. The direction of the UV waves indicates a curing device mounted so that 
the curing of the curable material on the surface to be micro structured is effected by 
through irradiation of the matrix (36).Therefore it would be obvious to one having 
ordinary skill in the art to use the matrix (36) in Figure 4 in the design of Figure 1 or 2, in 
order to transmit UV radiation from a curing device, through to a surface allowing for 
continuous curing of the surface. Regarding instant claims 2 and 4, the casting stamp 
may have a Shore hardness between 12 and 75 in the cured state with the hardness being 
matched with the application (Column 4, lines 7-11). Regarding instant claim 3, Figures 
1 and 2 show a roller (12) arranged so that when the tool is driven over the surface (10) 
the matrix is removed from the surface. Regarding instant claim 9, Figure 2 shows a 
device for applying the curable material to the matrix. Regarding instant claims 10, 11, 
12, 13, and 21, Example 4 uses the tools in Figures 1 and 2 to generate a microstructure 
on a surface (10). Figure 4 shows UV curing by the tool the curable material on the 
surface (34) that can be micro structured. Regarding instant claim 14, Figure 2 shows a 
curable material being applied to the matrix by the tool in order to provide a surface to be 
micro structured. Regarding instant claims 5, and 15, Figure 3 shows an object (26) 
with a multiply curved surface, where a flexible casting stamp (25) generates a 
microstructure. Due to the flexible nature of the casting stamp (25) it can be positioned in 
the curved portion of the of the mold (22) (Column 7, Example 5). Refer above for 
instant claims 16-20. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARGARET BRODIE whose telephone number is 
(571)270-7713. The examiner can normally be reached Monday - Friday during normal 
business hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-965-9865. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EEC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MARGARET BRODIE/ 
Examiner, Art Unit 4122 



/Milton 1. Cano/ 

Supervisory Patent Examiner, Art Unit 4122 



